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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF APPLICATION

Applicant: Caffe Vita, Inc.
Mark: VITA

Serial No.: 85/643,555
Filed: June 5, 2012

Published in
the Official Gazette: September 17, 2013

VITASOY INTERNATIONAL X
HOLDINGS LIMITED,
Opposer,
V. Opposition No. 91214495
CAFFE VITA, INC,,
Applicant.
.
NOTICE OF RELIANCE

PURSUANT TO RULE 2.120(j) AND 2.122

Opposer, Vitasoy International Holdings Limited (“Opposer” or “Vitasoy™), by its
attorneys, hereby submits this Notice of Reliance pursuant to 37 C.F.R. §§ 2.120(j) and 2.122 of
the Trademark Rules of Practice to make of record in the above captioned matter responses to
official records, printed publications, internet materials and/or other admissible evidence, all of
which are annexed hereto and incorporated herein as Exhibits 1 through 44. All of the attached
printed publications, official records, internet materials and/or other admissible evidence

identified below are relevant to issues in this proceeding which include, without limitation, the



registrability of Caffe Vita’s mark VITA and/or the likelihood of confusion between the parties’

respective marks:

1. Vitasoy will rely on and introduce certain Certificates of Registration and

corresponding TSDR status and TESS printouts obtained from the United States Patent and

Trademark Office website for the marks identified below owned by Vitasoy. The marks

identified in Exhibits 1 through 6 were pleaded in Vitasoy’s Notice of Opposition.

Registration No. 1833973 for VITA (marked as Vitasoy Exhibit 1).

a.
b. Registration No. 1893224 for VITA (marked as Vitasoy Exhibit 2).
ffth
c. Registration No. 1747259 for translation “WEI TA” meaning
“VITA” (marked as Vitasoy Exhibit 3).
23]
d. Registration No. 1900795 for ™ m translation “WEI TA” meaning
“VITA” (marked as Vitasoy Exhibit 4).
e. Registration No. 1990485 for " m translation “WEI TA” meaning
“VITA” (marked as Vitasoy Exhibit 5).
f.  Registration No. 4454517 for VITA & Design (marked as Vitasoy Exhibit 6).
2. Vitasoy will rely on and introduce printouts of certain third party Certificates of

Registration obtained from the electronic records of the United States Patent and Trademark

Office automated search system for the marks identified below. This evidence is relevant to the

similarity and relatedness of the goods at issue and to show that the parties’ goods are of a type

which may emanate from the same source.



Registration No. 4583824 for TETE-A-TETE (marked as Vitasoy Exhibit 7).

Registration No. 4596376 for MAMAKI NATIVE HAWAIIAN HERBAL

TEA & Design (marked as Vitasoy Exhibit §).

Registration No. 4592492 for MEDITERRANEAN LONGEVITY (marked

as Vitasoy Exhibit 9).

Registration No. 4592010 for Miscellaneous design mark (marked as Vitasoy

Exhibit 10).

Registration No. 4591700 for COCO MAGOU COFFEE & Design (marked

as Vitasoy Exhibit 11).

Registration No. 4591941 for BLISS BALLS (marked as Vitasoy Exhibit
12).

Registration No. 4587602 for AUDREY’S CONCERTO (marked as Vitasoy

Exhibit 13).

Registration No. 4583436 for TRINIDAD & Design (marked as Vitasoy

Exhibit 14).

Registration No. 4581675 for TAYU TEAS (marked as Vitasoy Exhibit 15).
Registration No. 4582056 for PURE CUP (marked as Vitasoy Exhibit 16).
Registration No. 4571576 for ASCENSION (marked as Vitasoy Exhibit 17).

Registration No. 4576012 for THE NAVIGATORS & Design (marked as

Vitasoy Exhibit 18).



Registration No

19).
Registration No

Registration No

. 4568136 for CAFE KUBAL (marked as Vitasoy Exhibit

. 4564142 for TEAGEVITY (marked as Vitasoy Exhibit 20).

. 4555472 for GREAT TEA ROAD CO. & Design (marked

as Vitasoy Exhibit 21).

Registration No

Exhibit 22).

Registration No.

Exhibit 23).

Registration No.

Registration No.

25).

Registration No.

26).

Registration No.
Registration No.

Registration No.

Exhibit 29).

Registration No.

Exhibit 30).

. 4551452 for THE PERFECT STORM (marked as Vitasoy

4551023 for Miscellaneous design mark (marked as Vitasoy

4543371 for FLATLANDS (marked as Vitasoy Exhibit 24).

4547650 for PURPLEBERRY (marked as Vitasoy Exhibit

4547409 for DRAGON JOE’S (marked as Vitasoy Exhibit

4529090 for BALAM (marked as Vitasoy Exhibit 27).
4536890 for KA’U MANA (marked as Vitasoy Exhibit 28).

4449346 for COFFEECONFECTIONS (marked as Vitasoy

4510772 for THE HOUSE OF TUDOR (marked as Vitasoy



bb.

CC.

dd.

€C.

ff.

gg.

ii.

J-

Registration No. 4528529 for COFFEETRADE (marked as Vitasoy Exhibit
31).

Registration No. 44494980 for CAFE FRANCAIS CONTINENTAL

SPECIALTIES (marked as Vitasoy Exhibit 32).

Registration No. 4464289 for CAFFE ITALIANO CONTINENTAL

SPECIALTIES (marked as Vitasoy Exhibit 33).

Registration No. 4501531 for CAFFERSATZ (marked as Vitasoy Exhibit
34).
Registration No. 4466550 for SPICETERIA (marked as Vitasoy Exhibit 35).

Registration No. 4485099 for THE VILLAGE COFFEE HOUSE GOOD

TIMES HAPPEN OVER COFFEE (marked as Vitasoy Exhibit 36).

Registration No. 3147785 for ARTISTRY IN CHOCOLATE (marked as

Vitasoy Exhibit 37).
Registration No. 3392932 for TEA’S IT (marked as Vitasoy Exhibit 38).
Registration No. 3772704 for POWERLAB (marked as Vitasoy Exhibit 39).

Registration No. 3003787 for MOUNTAIN MUDD (marked as Vitasoy

Exhibit 40).
Registration No. 3772667 for LEPIGEN (marked as Vitasoy Exhibit 41).

Registration No. 2518048 for PEARL EMPRESS (marked as Vitasoy Exhibit

42).



kk. Registration No. 3259038 for DOUBLE HORSES BRAND & Design

(marked as Vitasoy Exhibit 43).

1. Registration No. 2273916 for WONDERFARM & Design (marked as

Vitasoy Exhibit 44).
True and correct copies of the foregoing are submitted herewith.
Respectfully Submitted,

BAKER BOTTS, L.L.P.

Dated: December 22, 2014 By: %?5 (% 2
Doreen L. Costa

Suzanne Hengl

30 Rockefeller Plaza
New York, N.Y. 10112
Attorneys for Opposer
(212) 408-2500



CERTIFICATE OF MAILING AND SERVICE

I hereby certify that on the date set forth below a true and correct copy of the
foregoing, NOTICE OF RELIANCE PURSUANT TO RULE 2.120(j) AND 2.122, was

served on the attorney of record for Applicant via First Class Mail, in an envelope addressed to

the following, with a courtesy copy via email:

Leslie C. Ruiter

Stokes Lawrence PS

1420 Fifth Avenue, Suite 3000
Seattle, WA 98101-2393

Dated: December 22, 2014 By: X«M é1[¢1/<

7
Suzanne Heng




Exhibit 1



Int. Cl.: 30

Prior U.S. Cl.: 46
. _ Reg. No. 1,833,973
United States Patent and Trademark Office Registered May 3, 1994

TRADEMARK
PRINCIPAL REGISTER

VITA
VITASOY INTERNATIONAL HOLDINGS LIM- FIRST USE 6-24-1993; IN COMMERCE
ITED (HONG KONG CORPORATION) 6-24-1993.
1 KIN WONG STREET, TUEN MUN
NEW TERRITORIES, HONG KONG SER. NO. 74-403,398, FILED 6-17-1993.

FOR: COFFEE AND TEA DRINKS, IN CLASS KENNETH D. BATTLE, EXAMINING ATTOR-
30 (U.S. CL. 46). NEY
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Exhibit 2



K

Int. Cls.: 29 and 32
Prior U.S. Cls.: 45 and 46

Reg. No. 1,893,224

United States Patent and Trademark Office  Registered May 9, 1995

TRADEMARK
PRINCIPAL REGISTER

VITA

VITASOY INTERNATIONAL HOLDINGS LIM-
ITED (HONG KONG CORPORATION)

1 KIN WONG STREET

TUEN MUN, NEW TERRITORIES,
KONG

HONG

FOR: SOY-BASED BEVERAGE USED AS A

MILK SUBSTITUTE, IN CLASS 29 (U.S. CL. 46).

FIRST USE 10-15-1980; IN COMMERCE
10-15-1980.

FOR: FRUIT JUICES, VEGETABLE JUICES,
AND SOFT DRINKS , IN CLASS 32 (US. CL.
45).

FIRST - USE
10-15-1980.

10-15-1980; IN COMMERCE

SER. NO. 74-456,852, FILED 11-5-1993.

MARK T. MULLEN, EXAMINING ATTORNEY
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Exhibit 3



Int. Cls.: 29 and 32
Prior U.S. Cls.: 45 and 46

Reg. No. 1,747,259

United States Patent and Trademark Office Rregistered Jan. 19, 1993

TRADEMARK
PRINCIPAL REGISTER

n

VITASOY INTERNATIONAL HOLDINGS LIM-
ITED (HONG KONG CORPORATION)

1 KIN WONG STREET, TUEN MUN

NEW TERRITORIES, HONG KONG

FOR: VEGETABLE BASED FOOD BEVER-
AGE USED AS A MILK SUBSTITUTE MADE
FROM SOYA BEANS; TOFU; AND CANNED,
DRIED, SOYBEAN CURD, IN CLASS 29 (US.
CL. 46).

FIRST USE
10-15-1980.

FOR: SOYBEAN BASED, NON-CARBONAT-
“ED, NON-ALCOHOLIC DRINKS; NAMELY,
FRUIT AND VEGETABLE JUICE BEVER-
AGES; CONCENTRATES FOR MAKING NON-
ALCOHOLIC, NOM-CARBONATED DRINKS,

10-15-1980; IN COMMERCE

NAMELY, FRUIT AND VEGETABLE JUICE
BEVERAGES; AND EXTRACTS OF FRUITS
AND SOYBEANS FOR MAKING NON-ALCO-
HOLIC, NON-CARBONATED DRINKS;
NAMELY, FRUIT AND VEGETABLE JUICE
BEVERAGES, IN CLASS 32 (U.S. CLS. 45 AND
46).

FIRST USE
10-15-1980.

THE FOREIGN CHARACTERS IN THE
MARK TRANSLITERATE TO “WAC TAB
NAB" AND THIS MEANS “VITASOY" IN ENG-
LISH.

10-15-1980; IN COMMERCE

SER. NO. 74-220,829, FILED 11-12-1991.

KIMBERLY BURKE, EXAMINING ATTORNEY



Int. Cls.: 29 and 32
Prior U.S. Cls.: 45 and 46

United States Patent and Trademark Office

Corrected

Reg. No. 1,747,259
Registered Jan. 19, 1993
OG Date May 17, 1994

TRADEMARK
PRINCIPAL REGISTER

N

INTERNATIONAL HOLD-
INGS LIMITED (HONG KONG COR-
PORATION)

1 KIN WONG STREET, TUEN MUN

NEW TERRITORIES, HONG KONG

VITASOY

THE FOREIGN CHARACTERS IN
THE MARK TRANSLITERATE TO “WEI
TA” AND THIS MEANS “VITA” IN
ENGLISH.

FOR: VEGETABLE BASED FOOD
BEVERAGE USED AS A MILK SUBSTI-
TUTE MADE FROM SOYA BEANS;
TOFU; AND CANNED, DRIED, SOY-
BEAN CURD, IN CLASS 29 (U.S. CL. 46).

FIRST USE 10-15-1980; IN COMMERCE
10-15-1980.

-FOR: SOYBEAN BASED, NON-CAR-
BONATED, NON-ALCOHOLIC DRINKS:;
NAMELY, FRUIT AND VEGETABLE
JUICE BEVERAGES; CONCENTRATES
FOR MAKING NON-ALCOHOLIC, NON-
CARBONATED DRINKS, NAMELY,
FRUIT AND VEGETABLE JUICE BEV-
ERAGES; AND EXTRACTS OF FRUITS
AND SOYBEANS FOR MAKING NON-
ALCOHOLIC, NON-CARBONATED
DRINKS; NAMELY, FRUIT AND VEGE-
TABLE JUICE BEVERAGES, IN CLASS
32 (U.S. CLS. 45 AND 46).

FIRST USE 10-15-1980; IN COMMERCE
10-15-1980.

SER. NO. 74-220,829, FILED 11-12-1991.

In testimony whereof I have hereunto set my hand
and caused the seal .of The Patent and Trademark
Office to be affixed on May 17, 1994,

COMMISSIONER OF PATENTS AND TRADEMARKS
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Exhibit 4



1)

Int. Cl.: 30
Prior U.S. Cl.: 46

Reg. No. 1,900,795

United States Patent and Trademark Office Registered June 20, 1995

TRADEMARK
PRINCIPAL REGISTER

VITASOY INTERNATIONAL HOLDINGS LIM-
ITED (HONG KONG CORPORATION)

1 KIN WONG STREET, TUEN MUN

NEW TERRITORIES, HONG KONG

FOR: COFFEE AND TEA DRINKS, IN CLASS
30 (U.S. CL. 46).

FIRST USE 6-24-1993;
6-24-1993.

IN COMMERCE

THE CHINESE CHARACTERS IN THE
MARK TRANSLATE TO “VITA”. THE TERM
“VITA” IS A COINED EXPRESSION.

SER. NO. 74-403,399, FILED 6-17-1993.

KENNETH D. BATTLE, EXAMINING ATTOR-
NEY
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Exhibit 5



Int. Cl.: 30
Prior U.S. CL: 46

Reg. No. 1,990,485

United States Patent and Trademark Office registered July 30, 1996

TRADEMARK
PRINCIPAL REGISTER

)

VITASOY INTERNATIONAL HOLDINGS LIM-
ITED (HONG KONG CORPORATION)

1 KIN WONG STREET

TUEN MUN, NEW TERRITORIES,
KONG

HONG

FOR: SOYBEAN CURD DESSERTS, NAMELY
PUDDING AND CUSTARD, IN CLASS 30 (U.S.
CL. 46).

FIRST USE
8-2-1995.

THE CHINESE CHARACTERS
MARK ARE TRANSLATED IN ENGLISH AS
“VITA”.

8-2-1995; IN COMMERCE

IN THE

SN 75-975,019, FILED 11-19-1993.

DARLENE BULLOCK, EXAMINING ATTOR-
NEY
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